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W IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Takashi Kikuchihara, et al. 

Serial No: 10/678,258 Group Art Unit: 2834 

Confirmation No. 3452 

Filed: October 6, 2003 Examiner: Yahveh Comas 

For: MOTOR AND ATTACHMENT STRUCTURE 

SUPPLEMENT TO RESPONSE 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

Sir: 

On January 5, 2006 a Response was filed in the above-referenced application. As part 
of this Response, the specification was amended in the introductory paragraph to claim priority 
under 35 U.S.C. Section 120 of U.S. Application Serial No. 10/806,216, filed March 23, 2004, 
and entitled "Steering Device for Toy." 

4 It has now been noticed that, while the above information is correctly stated in the 
amended specification, pages 12 and 13 of the Response, as well as the separate "Petition To 
Claim Benefit..." erroneously transposed two of the numbers of this Serial No. from which this 
domestic priority is claimed. 

For the convenience of the U.S. Patent and Trademark Office, attached are replacement 
pages 1 2 and 1 3 of the Response filed January 5, 2006, if same are deemed necessary, as well 
as a Corrected Petition. Any inconvenience to the Office is regretted. 

If there are any additional fees associated with this Supplement to Response, please 
charge same to our Deposit Account No. 1 9-3935. 
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CORRECTED PETITION TO CLAIM BENEFIT UNDER 35 U.S.C. SECTON 120 OF A PRIOR 
COPENDING NONPROVISIONAL APPLICATION (37 C.F.R. SECTION 1.78.(A)(3) 

Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Applicant hereby petitions, in accordance with Rule 1 .78(a)(3), to claim the benefit, for 
this application under 35 U.S.C. Section 120, of prior copending non-provisional application no. 
10/806,216, filed March 23, 2004. 

Applicant states that the entire delay between the date the claim for the benefit of the 
earlier application was due under paragraph (a)(2)(ii) of 37 C.F.R. Section 1 .78 and the date this 
claim is filed was unintentional. 

The surcharge fee set forth in Section 1.1 7(t) required by 37 C.F.R. Section 1.78(a)(3)(ii) 
is being paid by a check in the amount of $1370 forwarded herewith. 

If any additional fees are required by this Petition, please charge same to our deposit 
account no. 19-3935. 

A duplicate copy of this paper is attached. 




Dated: 

1201 New York A\fe., NA 
Washington, D.C. 20005 
Telephone: (202) 434-1500 
Facsimile: (202) 434-1501 
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Respectfully submitted, 
STAA^S HALSEY LLP 
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II. REMARKS 



tgritfr A. Introduction 

In this Office Action claims 5-15 and 32-61 are noted as pending and are rejected. 

In this Response, the same amendments and new claims as in the August 25, 2005 
Response are re-introduced, i.e., independent claims 5, 7, 9, 11, 12 and 14, are amended and 
new independent claims 58-61 are added, and remarks are provided. 

B. New Matter Rejection/Objection 

The Office Action takes the position that the proposed amendment to the claims 
regarding "a motor for a propelling a toy vehicle" is unsupported in the application as filed. 

In the August 25, 2005 Response, page 1 1 , however, Applicant brought the Examiner's 
attention to numbered paragraphs of the specification supporting the structure and benefits 
claimed. Most particular to the running toy, note numbered paragraph 3 ("In order to incorporate 
such a motor, for example, in a toy or the like"), numbered paragraph 47 which discusses a 
rotary shaft in the motor, and numbered paragraph 53 which indicates that "the above-described 
motor can be incorporated in a small-sized vehicle model". 

In light of at least this disclosure and the many propelled vehicles in the prior art relying 
on electric motors having driving shafts (such as the cited Maxim reference, U.S. Patent No. 
4,476,648, e.g., Col. 3, lines 3-5), it is believed that one of ordinary skill, would have known that 
the motor herein was for a propelled toy vehicle. 

For the purposes of any necessary appeal, Applicant takes the position that the 
application as filed supports the claim amendments for one of ordinary skill and no new matter 
was introduced by the proposed claim amendments. 

In the alternative, a Petition is submitted herewith to claim domestic priority of co-pending 
application serial no. 10/806,216, which shares an inventor, Mr. Suimon, with the present 
application. 

Assuming this Petition is granted, the specification has been amended herein to 
expressly claim priority and to incorporate by reference the subject matter thereof. Most 
particularly, e.g., Figs. 1-6 and numbered paragraphs 2, 6 and 23-30 of Serial No. 10/806,216 
describe the present application's motor used in a running toy. 

The present application has been amended to expressly incorporate the subject matter 
of Figs. 1-6 (as new figures 1-6), and numbered paragraphs 2, 6 and 23-30 from Serial No. 
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10/806,216. Further, the pending figures and specification of the present application have been 
amended to correspond to the reference numerals introduced by new Figures 1-6. A marked-up 
substitute specification is submitted herewith to show the amendments made to the 
specification, as well as a clean copy of the substitute specification. 

In light of the above, it is respectfully submitted that the claims, as amended herein (in 
this regard, the claims amended by the August 25, 2005 Response are re-introduced without 
further amendment), are fully supported by the application. It is respectfully requested that the 
"new matter" rejection/objection be withdrawn. 

C. Prior Art Rejection 

All pending claims are rejected as being made obvious by a combination of Maxim, U.S. 
Patent No. 4,476,648 and Sato, Japanese Reference No. 10-84650. 

For the following reasons, it is respectfully submitted that the present invention, as 
recited by claims 5-15 and 32-61, was not rendered obvious for the following reasons. 

1. The Present Invention 

The conventional motor for propelling a toy vehicle usually includes a gear at one end 
thereof on a shaft, and two electrodes at the opposite end of the motor which are connected via 
wires soldered thereto and extending to a battery. 

With the present invention, a cylindrical conductive casing is used as a point of electrical 
contact for a motor electrode, either connected directly with a battery, or via another conductive 
member. The other electrical connection of the motor is through another electrode on an 
insulative small case at an end of the cylindrical conductive casing. 

The structure of the present invention, in comparison to the prior art discussed above, 
allows for greater design flexibility and fewer parts, and therefore greater miniaturization of the 
toy vehicle, enhanced rigidity of the terminals and/or facilitated connection of the conductive 
members extending from the battery to the motor, especially with the need for solder 
connections. Also, the conductive side of the motor in one embodiment can merely contact the 
battery directly, and the other electrode on the end of the motor can be received by a conductive 
member. Moreover, the motor can be removed and replaced easily, when desired, and/or shut 
off or activated by removal and re-installation, respectively. See, e.g., paragraphs 20 and 51 
and Fig. 9 of the present application. See the last response for a further discussion and support 
for these features and benefits. 

2. The Cited References 

Maxim is directed to a toy vehicle in which a tank is filled with water to suggest fueling a 
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